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1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on January 7, 2010 has been entered. 

2. Claims 13-18, 20-22, 24-26, 28-30, and 32-34 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

In view of the amendment incorporating the subject matter of claim 2 into claim 1 , it is 
unclear that property Vt (criteria F) of claim 13 and property Vft of claim 16 are further limiting. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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4. Claims 1,3,4, 6, 7, 10, 13-39, and 42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ehrlich et al. ('904) in view of van Der wal et al. ('445) and Mao ('572). 

Ehrlich et al. disclose thermoplastic polyurethanes, wherein MDI is reacted with a blend 
of polyester polyol (b) and polyether polyol (i) and/or (ii), wherein the polyester polyol 
component and polyether polyol relative amounts meet those claimed, in that at least about 15 
percent by weight of the polyester polyol is replaced by the aforementioned polyether polyol, 
and a chain extender component, wherein the chain extender component comprises straight chain 
diols, such as those having 2 to 6 carbon atoms, or bis(hydroxyethyl)ethers of hydroquinone and 
further wherein, in a preferred embodiment, up to 25 equivalent (molar) percent of the chain 
extender may be branched chain diols, diethylene glycol, or dipropylene glycol. See abstract; 
column 2, lines 40+; column 3, lines 6-43; columns 4-6; and column 7, lines 1-50, especially 
column 3, lines 38-43. Applicants' catalyst amount of claim 36 is disclosed at column 7, lines 
47-50. Furthermore, patentees disclose the use of extrusion equipment and conventional 
processes for producing the thermoplastic polyurethane; therefore, applicants' claimed twin 
screw extruder and processing times (claims 37 and 39) are considered to be encompassed by 
patentees. Given the disclosed amounts of polyols and chain extenders, applicants' claimed ratio 
is considered to be met. 

5. However, the primary reference is silent regarding the use of polyoxytetramethylene 
polyols and the use of the thermoplastic polyurethane to produce coated fabrics and conveyor 
belts. With respect to the issue of the polyoxytetramethylene polyol, van Der wal et al. disclose 
thermoplastic polyurethanes derived from blends of polyester diols and polyether diols, wherein 
the respective amounts of the polyester diol and polyether diol satisfy that instantly claimed and 
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further wherein a suitable polyether diol is disclosed as being polyoxj^etramethylene diol 
(column 3, lines 67 and 68). While van Der wal et al. disclose such polyols as 
polyoxypropylene-polyoxyethylene glycol, van Der wal et al. further disclose at column 4, lines 
8 and 9 that poly(tetramethylene oxide) diol (polyoxytetramethylene polyol) is the most 
preferred polyether polyol. Therefore, the secondary reference establishes that the use of 
applicants' claimed diol within an analogous thermoplastic polyurethane was not only known at 
the time of invention, its use was preferred. Accordingly, it would have been obvious to 
incorporate such a polyether diol in the claimed amount into the composition of the primary 
reference, so as to arrive at the instant invention. With respect to the issue of the production of 
coated fabrics and conveyor belts, it is noted that both van Der wal et al. and Mao disclose the 
production of thermoplastic polyurethanes, derived from blends of polyester polyols and 
polyether polyols, that are considered to be analogous to those of the primary reference, and 
further that van Der wal et al. disclose the production of conveyor belts and Mao discloses the 
production of coated fabrics (abstracts). Accordingly, since these applications for analogous 
thermoplastic polyurethanes were known at the time of invention, the position is taken that it 
would have been obvious to utilize the thermoplastic polyurethane composition of Ehrlich et al. 
to produce the instantly claimed coated fabrics and conveyor belts. 

6. Applicants' response of January 7, 2010 has been considered; however, it is insufficient 
to overcome the prior art rejection. Applicants have amended the independent claims to include 
limitations that were previously present within dependent claims; however, it is noted that these 
limitations have been previously considered by the examiner. While applicants argue that the 
disclosure of the primary reference is very broad with respect to the mixture of the polyester and 
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poly ether polyols, in that, according to applicants, the disclosed mixtures are from 5% to 95% 
and 95% to 5%, the examiner takes the position that applicants have failed to fiilly or accurately 
appreciate the teachings of the reference. The mixtures that applicants refer to pertain to the 
polymeric diol component, wherein the polymeric diol may be polyether polyol (a), polyester 
polyol (b), and the argued mixtures of (a) and (b). As such, the reference clearly allows for the 
sole use of polyester polyol (b) and the replacement of at least about 15 weight percent of the 
polyester polyol (b) with the polyether polyol (i) and/or (ii). Accordingly, despite applicants' 
argument, the relied upon mixtures of the relied upon polyester polyol and polyether polyol 
clearly and significantly overlap that claimed. Though applicants' argument concerning the 
mixtures of polyols is misplaced, applicants' further argument that the broad teaching within 
Ehrlich et al. regarding the mixing of polyols does not help solve the problem of the current 
invention still fails to appreciate the teachings within van Der wal et al. regarding the use of 
polyester polyol and polyether polyol in amounts that satisfy the claims. Furthermore, despite 
applicants' criticism of the teachings within Ehrlich et al. concerning the use of the chain 
extender and the co-chain extender, the fact remains that the reference clearly allows for the 
preferred use of chain extender species and co-chain extender species in amounts that encompass 
that claimed. Applicants' argument that the co-chain extender amount may be zero is not well 
taken, since it is clear that mixtures of the respective extenders are preferentially used which 
significantly overlap those claimed. The position is taken that applicants have failed to 
appreciate the specific teachings of the primary reference and the combined teachings of all of 
the references, and that the evidence of record is adequate to render the instant invention prima 
facie obvious. A prima facie case of obviousness having been established, the examiner has 
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considered applicants' examples for a showing of unexpected results. However, despite 
applicants' response, applicants have failed to rebut the prima facie case of obviousness by such 
means as a showing of unexpected results, wherein examples commensurate in scope with the 
claims have been compared against the closest available art, namely Ehrlich et al. It has been 
held that the claims must be commensurate in scope with any showing of unexpected results. In 
re Greenfield, 197 USPQ 227. It has further been held that a limited showing of criticality is 
insufficient to support a broadly claimed range. In re Lemin, 161 USPQ 288. With these 
requirements in mind, applicants' examples of their invention are not conmiensurate in scope 
with the claims in terms of reactant species or amounts. Furthermore, it is noted that applicants' 
comparative examples within the specification fail to be representative of Ehrlich et al, because 
the exemplified comparative compositions fail to employ Ehrlich et al.'s disclosed polyol and the 
preferred chain extender blends. Applicants have argued that the control examples are closer to 
the claimed invention that the prior art cited; however, the examiner cannot agree with this 
statement for the aforementioned reason. 

Any inquiry concerning this contmiunication should be directed to R. Sergent at telephone 
number (571) 272-1079. 



/Rabon Sergent/ 

Primary Examiner, Art Unit 1796 



